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DETAILED ACTION 
(1) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was. made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner, in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 7- 9 are rejected under 35 U.S.C. 103(a) as obvious over JP 07-081932 
to Matsukura. 

Regarding claims 7, 9, and 1 1 , Matsukura discloses a method of making ceria 
particles by heating cerium carbonate hydrate in a humidity environment and followed 
by conducting calcinations at a temperature of 300-500 °C (abstract). 

The references differ from Applicant's recitations of claims by not disclosing 
identical ranges. However, the reference discloses "overlapping" ranges, and 
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overlapping ranges have been held to establish prima facie obviousness (MPEP 
2144.05). 

Regarding claim 8 , Matsukura discloses that the humidity is 80% (abstract). 

(2) 

Claims 5-6, 12-14 are rejected under 35 U.S.C. 103(a) as obvious over JP 07- 
081932 to Matsukuraand/or WO00/7321 1 to Matsuzawa et al. 

This rejection is over the WO 00/7321 1 A1 because the reference qualifies as 
prior art under 35 U.S. U. 102 (b). However, for convenience, the paragraph and line 
numbers of the English language equivalent U. S. Patent No. 6,615499 will be cited 
below. 

It is noted that claims 5-6, 12-14 are product-by-process claims. Eventhough 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 77F.2d 695, 
698,227 USPQ 964,966 (Fed. Cir. 1985) (citations omitted). 

Regarding claims 5-6 and 12-14 , Matsukura discloses a method of making 
cerium oxide suitable for abrasive by heating cerium carbonate in a humidified 
environment and followed by calcinations (abstract). Matsuzawa et al. also disclose a 
method of making ceria particles by heating and calcinations process (abstract). The 
ceria are useful for semiconductor polishing and silica film polishing. 
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Although Matsukura and Matsuzawa et al are silent about the specific 
measurement used to determine the ceria particles as applicant set forth in claims 5-6 
and 12-14. However, the ceria particles of Matsukura and/or Matsuzawa et al are made 
by a process substantially identical with the process for making particles in the instant 
claims. It is reasonably expected that particles of Matsukura and/or Matsuzawa et al are 
similar to that of the instant claims. If they are any difference, the difference must be 
minor and obvious. The burden is shifted to applicants to show the particle is different. 
Otherwise a prima facial case of anticipation, or in the alternative, of obviousness has 
been established. 

(3) 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim 9 is rejected under 35 U.S.C. 103(a) as obvious over JP 07-081932 to 
Matsukura, in view of WO00/73211 to Matsuzawa et al. 

Regarding claim 9 , Matsukura discloses a process of making ceria particles by 
supplying humidified gas at a temperature of 100 °C (abstract), as applicant set forth in 
claim 7, but they are silent about the limitation as applicant set forth in claim 9. 



Application/Control Number: 10/532,316 Page 5 

Art Unit: 1793 

However, it would have been obvious to one of ordinary skill in the art at the time 
of invention by applicant to supplied the humidified gas until the temperature of 200 °C - 
350 °C as applicant set forth in claim 10, motivated by the fact that Matsuzawa et al, 
also drawn to making ceria particles suitable for polishing, disclose that raising 
temperature from heating to calcinations while supplying oxygen gas or like will produce 
ceria particles suitable for polishing silica without causing scratches( col. 1, lines 60-61). 

(4) 

Allowable Subject Matter 

Claims 1-4 are allowed. 

The following is a statement of reasons for the indication of allowable subject 
matter: the prior art ether silent about the temperature is raised at a slow speed of 2-60 
°C/hour. 

(5) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shuangyi Abu-Ali whose telephone number is 571-272- 
6453. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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